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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)|§] Responsive to communication(s) filed on 02 May 2005 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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7) D Claim(s) is/are objected to. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 3622 

DETAILED ACTION 

1 . This action is responsive to the paper(s) filed 5/2/05. 



Response to Amendment 

2. The amendment filed 5/2/05 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: the language added to 
the claims regarding a lack of code present before the character is introduced cannot be 
found in the specification. The specification describes use of Flash which is believed to 
require pre-existing code in the form of a plug in. Applicant states that the alternative 
embodiment using GIF and WAV requires no pre-existing code, however no such 
disclosure regarding any such lack of code is set forth in the specification. In fact, a 
browser capable of natively processing GIF and WAV objects would still represent 
executable code present before animation was introduced. Applicant is required to 
cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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3. Claims 1-52 and 58-66 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

■ Each independent claim calls for a lack of any code present before a 
character is introduced. This is believed to conflict with all disclosed 
embodiments. The browser needed to render the animation is clearly "code" 
that is present before the animation is introduced. Any flash functionality 
apparently requires a plug-in which is "present" before animation is 
introduced. Further, even when the animation is provided by GIF and WAV 
files, the browser (even if capable of processing those files without any "plug- 
in") includes coded functionality in order to properly render the GIF and WAV 
objects. 

■ Claims 3-1 1 , 15-20, 25-34, 36, 42, 44, 49, 58, 59, 63-65 are rejected because 
it is not clear how the disclosure describes providing the multilayered 
animation features without Flash which is apparently an embodiment 
deliberately avoided by the claim language of "without the use of any 
executable code present before its introduction and dedicated to its 
production." 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-9, 21, 23-28, 34-40, 46, 48-52, 58-66 are rejected under 35 
U.S.C. 102(b) as being anticipated by Gever et al (WO 97/35280). 

As best understood regarding claims 1-5, 9, 23-27, 34-36, 40, 48, 49, 58, 59, 63- 
66, Gever et al (WO 97/35280) teaches the steps, system and programming to provide 
an animated character travel (translationally) across the user's screen in the form of an 
advertisement [abstract, 4:5-11, 7:1-15, 32:29-3136:11-13, figs 2, 6A]. The character is 
provided intrusively, out of the user's control as a transparent layer on top of the 
background content (such as a web page in an HTML-compliant browser). The area 
not covered by the character layer is visible through the transparency mask. Gever et al 
(WO 97/35280) teaches that the character may include audio such as reading displayed 
text (synchronized sound) - such is taken to provide a multimedia character [7:8-10]. 
Applicant's preamble and other language that mentions the environment of the 
operating system, computer system, application program and language, etc does not 
positively provide steps to be taken or system structure and therefore these are not 
taken as positive limitations. The environment in which a series of steps are performed 
does not define the steps themselves, for example. Further regarding claim 9, Gever et 
al (WO 97/35280) teaches that the animation files can be provided as VMRL, JAVA or 
HTML or in another standard file format recognized by suitable browsers [10: 1-5]. As 
best understood regarding the language that the character is introduced without use of 
executable code present before its introduction, Gever et al's (WO 97/35280) teaching 
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that the animation can be provided via HTML (or in another standard file format 
recognized by suitable browsers) is an indication that no extra code need be present 
before introduction - the HTML is provided in the requested document rather than in the 
browser or a standalone supporting program. Further, Gever et al (WO 97/35280) 
teaches that the scene manager can be a standalone program - this indicates that there 
is no extra code present in the browser needed to render the animation. And in the 
case where the scene manager functionality is provided as a plug-in, no external, 
standalone manager code need be present. 

Regarding claims 6-8, 28, 37-39, 46, 50-52, 60-62, Gever et al (WO 97/35280) 
teaches that the characters are defined as smart objects which are defined by 
parameters that determine their behavior; such stored parameters are taken to be 
stored in a server-accessible database [5:29-37, 6:1-17]. The client's PC 
communicates with the server in order to request and negotiate/authorize display of the 
animations. This communication is taken to meet the "exchange of information" 
language. The client PC inherently cannot display/control the animation if the PC lacks 
a minimum of video display capabilities, for example. The communication/exchange is 
taken to be interactive and results in determination of a sequence of commands to 
deliver that control the animation aspects. 

Regarding claim 21 , Gever et al (WO 97/35280) teaches that a sender may 
deliver an email message with an animation file included [10:23-27], The animation files 
define the character behavior. The server signal which will call a page language does 
not provide any positive steps beyond a signal. Steps for calling of a page and 
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displaying after completion of the message are not set forth positively. Nonetheless, the 
server which delivers the email inherently defines a background in the case of an 
HTML-based email message which remains until the user closes the message. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 10-12, 14-20, 29-33, 41-45, 47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gever et al (WO 97/35280) in view of Gever et al 
(US6313835). 

Regarding claims 10, 12, 14-18, 29-32, 41-45, Gever etal (US631 3835) teaches 
that such animations can be programmed by an advertiser and triggered to display upon 
the user visiting a particular webpage. An animation ad is then chosen for the user 
based upon the user's profile and delivered and displayed for the user in his browser. It 
would have been obvious to one of ordinary skill at the time of the invention to have 
provided tags in particular webpages that enabled the system to recognize an 
advertising opportunity and to trigger the selection, delivery and display of the animation 
advertising character. The example of a user browsing Yahoo [WO fig 6A] while 
receiving an animation provides an example of content from a content server and 
animation from the system server of Gever et al (WO 97/35280). 
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Regarding claims 1 1 , 33, Gever et al Gever et al (WO 97/35280) teaches that the 
animation display capability can be provided as part of a browser plug-in. It would have 
been obvious to one of ordinary skill at the time of the invention to have delivered the 
animation file as well as the plug-in installation file so the user can view the animation 
upon installation of the plug-in. 

Regarding claims 19, 20, 47, Official Notice is taken that it is well known to use 
cookies to track and deliver user profile information, browsing history and preferences, 
etc and it would have been obvious to one of ordinary skill at the time of the invention to 
have used such cookies to target the animation selection and control of Gever et al (WO 
97/35280). 

8. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gever et al (WO 97/35280) in view of Gever et al (US6313835) and Middleton et al 
(WO 99/13423). Middleton et al teaches tracking the effectiveness of web advertising in 
terms of the number of impressions and the duration of ad display. It would have been 
obvious to one of ordinary skill at the time of the invention to have tracked such 
information and paid the advertiser provider (i.e. Gever's character server) accordingly 
so that the advertiser pays more for the effectiveness of the advertising. 

9. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gever et al (WO 97/35280) in view of Middleton et al (WO 99/13423). Middleton et al 
teaches tracking the effectiveness of web advertising in terms of the number of 
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impressions and the duration of ad display. It would have been obvious to one of 
ordinary skill at the time of the invention to have tracked such information and paid the 
advertiser provider (i.e. Gever's character server) accordingly so that the advertiser 
pays more for the effectiveness of the advertising. 

10. Claims 1-9, 21, 23-28, 34-40, 46, 48-52, 58-66 are rejected under 35 
U.S.C. 102(b) as being anticipated by Gever et al (WO 97/35280) in view Apperly 
(macromedia .flash newsgroup - 1998/06/26 Re: FLASH to be included with 
NETSCAPE...). 

As best understood, applicant is apparently attempting to claim that no browser 
plug-in or external supporting program is needed for the animation. Apperly 
(macromedia. flash newsgroup) teaches that it is known for browser makers such as 
Netscape and Microsoft to bundle third party player applications into the browsers 
themselves, eliminating the need to install plug-ins for specific browser functionalities. It 
would have been obvious to one of ordinary skill at the time of the invention to have 
bundled Gever et al's (WO 97/35280) scene manager program into the browser itself so 
that users of Gever et al's (WO 97/35280) system do not have to acquire and install the 
plug-in or external program. 

11. Claims 10-12, 14-20, 29-33, 41-45, 47 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gever et al (WO 97/35280) in view of Gever et al 
(US6313835) and Apperly (macromedia.flash newsgroup). 
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It would have been obvious to one of ordinary skill at the time of the invention to 
have bundled Gever et al's (WO 97/35280) scene manager program into the browser 
itself so that users of Gever et al's (WO 97/35280) system do not have to acquire and 
install the plug-in or external program. 

12. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gever et al (WO 97/35280) in view of Gever et al (US6313835), Middieton et al (WO 
99/13423) and Apperly (macromedia.flash newsgroup). It would have been obvious 
to one of ordinary skill at the time of the invention to have bundled Gever et al's (WO 
97/35280) scene manager program into the browser itself so that users of Gever et al's 
(WO 97/35280) system do not have to acquire and install the plug-in or external 
program. 

13. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gever et al (WO 97/35280) in view of Middieton et al (WO 99/13423) and Apperly 
(macromedia.flash newsgroup). It would have been obvious to one of ordinary skill at 
the time of the invention to have bundled Gever et al's (WO 97/35280) scene manager 
program into the browser itself so that users of Gever et al's (WO 97/35280) system do 
not have to acquire and install the plug-in or external program. 
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Response to Arguments 

Applicant argues that Gever et al (WO 97/35280) requires a scene manager that 
must be installed by the user. Applicant's claim language is quite different from the 
arguments set forth. As pointed out, applicant is required to have pre-existing "code" 
such as the browser capable of rendering the objects, even if simply relying on a 
browser than natively handles GIF and WAV. As stated above, the teaching for the 
animation to be provided by HTML is taken as not requiring a plug-in or external 
program. Further, there is no requirement where no code must be present. An external 
helper program allows animation without "code" in the browser. A browser with a plug- 
in allows animation with no code present in an external program. A browser with a pre- 
bundled program otherwise required as a plug-in requires no "extra" code to be installed 
by the user: The "dedicated to its production" language cannot serve to limit the 
reasoning for the existence of code. 

Applicant argues that a 2/24/05 article describes the desirability and commercial 
success of such floater ads. This argument has n o weight for the repeated 102 
anticipatory rejections. Further, the article appears to describe the benefits for any type 
of floater ad, including the Gever floating ads which pre-date applicant's earliest filing 
date. 

Applicant argues that Gever et al (WO 97/35280) teaches away by providing the 
ability for a user to exercise substantial control of the character. Examiner believes that 
while some control can be had, some embodiments lack ability for user control and 
therefore Gever et al does not teach away. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fh 8:30-6p, (off on alternate 
Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571 )272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ,1a / y 




Jeffrey D. Carlson 
Primary Examiner 
Art Unit 3622 
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